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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name EAG, Inc.

Entity Corporation Citizenship Delaware

Address 2710 Walsh Avenue
Santa Clara, CA 95051
UNITED STATES

Attorney informa-
tion

MARY ALEXANDER HYDE
JONES DAY
77 WEST WACKER DRIVE
CHICAGO, IL 60601
UNITED STATES
malexanderhyde@jonesday.com, pvega@jonesday.com, pcyngi-
er@jonesday.com, Phone:3122691692

Registration Subject to Cancellation

Registration No 2315764 Registration date 02/08/2000

Registrant Economic Analysis Group, Ltd.
2000 M Street, NW
Washington, DC 20036
UNITED STATES

Goods/Services Subject to Cancellation

Class 009. First Use: 1992/07/00 First Use In Commerce: 1992/07/00
All goods and services in the class are cancelled, namely: COMPUTER SOFTWARE FOR MANAGE-
MENT OF OUTSIDE COUNSEL COST AND PERFORMANCE

Class 035. First Use: 1985/01/00 First Use In Commerce: 1985/01/00
All goods and services in the class are cancelled, namely: BUSINESS INVESTIGATIONS

Class 036. First Use: 1987/05/00 First Use In Commerce: 1987/05/00
All goods and services in the class are cancelled, namely: FINANCIAL RESEARCH, ANALYSIS AND
CONSULTATION; FINANCIAL FORECASTING; FINANCIALVALUATION OF PERSONAL PROP-
ERTY AND REALESTATE; RESEARCH, ANALYSIS AND CONSULTATION IN THE FIELD OF SE-
CURITIES MARKETS AND TRANSACTIONS

Class 042. First Use: 1985/01/00 First Use In Commerce: 1985/01/00
All goods and services in the class are cancelled, namely: LITIGATION SUPPORT SERVICES,
NAMELY, LITIGATION CLAIMS EVALUATION, PREPARATION OF DEMONSTRATIVE EXHIBITS
AND GRAPHICS PRESENTATIONS; EXPERT WITNESS SERVICES, NAMELY, SELECTION AND
EVALUATION OF EXPERTS AND EXPERT TESTIMONY

Grounds for Cancellation

Abandonment Trademark Act section 14
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Attachments 278116-600004-Petition for Cancellation adv. Economic Analysis Group_ Ltd.
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /MARY ALEXANDER HYDE/

Name MARY ALEXANDER HYDE

Date 03/15/2016



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

EAG, Inc., 

Petitioner, 

v. 

Economic Analysis Group, Ltd., 

Registrant. 

Cancellation No. _______________ 

 

Registration No.:  2,315,764 

Registration Date:  February 8, 2000 

Trademark:  EAG 

International Classes:  9, 35, 36,42 

 

 

PETITION FOR CANCELLATION 

 

 Petitioner, EAG, Inc. (hereinafter “Petitioner” or “EAG”), a Delaware corporation with 

an address at 2710 Walsh Avenue, Santa Clara, California 95051, believes that it is being 

damaged and will be damaged by the continued existence on the Register of U.S. Trademark 

Registration No. 2,315,764 and hereby petitions to cancel this registration pursuant to 15 U.S.C. 

§ 1064 and 37 CFR § 2.111(b). 

 As grounds for this Petition it is alleged that: 

1. EAG is the world’s leading, fully integrated, independent laboratory network, 

providing high value expert analytical and testing services to a wide range of industries and end 

users.   

2. EAG has used trademarks containing EAG (hereinafter, the “EAG Marks”) in 

commerce in the United States since at least as early as September 2005 in connection with a 

variety of services in Classes 35, 40, 41, 42 and 45, including, but not limited to, consulting and 

advisory services, scientific and technological services, educational and informational services, 

and expert witness and litigation support services. 
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3. EAG is the owner of the following pending U.S. trademark applications for its 

EAG Marks: 

App No. Mark App. Date Goods and Services 

86/934,110 EAG 3/9/2016 Class 35: Consulting and advisory services 

related to analytical techniques, regulatory 

requirements and product development 

processes; consulting and advisory services 

related to the development, commercialization, 

life cycle management, improvement and 

regulatory compliance of products 

manufactured by pharmaceutical, agrochemical, 

chemical, biotechnology, aerospace, 

automobile, consumer products, semiconductor, 

electronics, energy, magnetic storage and other 

science-oriented industries; product 

development, manufacturing, and 

commercialization consulting and advisory 

services for others.  

 

Class 40: Custom synthesis, formulation and 

manufacturing of chemical and biological, 

organic or inorganic substances or products.  

 

Class 41: Providing tutorials, seminars, 

newsletters, blogs, information online, and 

other educational activities related to analytical 

techniques, regulatory requirements and 

product development processes; providing 

tutorials, seminars, newsletters, blogs, and 

information online regarding the development, 

commercialization, life cycle management, 

improvement and regulatory compliance of 

products manufactured by pharmaceutical, 

agrochemical, chemical, biotechnology, 

aerospace, automobile, consumer products, 

semiconductor, electronics, energy, magnetic 

storage and other science-oriented industries.  

 

Class 42: Scientific and technological services, 

namely research, analysis, inspection, design, 

development and laboratory testing services for 

others; scientific and technological services 

related to the development, commercialization, 

life cycle management, improvement and 
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App No. Mark App. Date Goods and Services 

regulatory compliance of products 

manufactured by pharmaceutical, agrochemical, 

chemical, biotechnology, aerospace, 

automobile, consumer products, semiconductor, 

electronics, energy, magnetic storage and other 

science-oriented industries.  

 

Class 45: Expert witness services; scientific 

litigation support services.  

86/934,097 EAG 

LABORATORIES 

 3/9/2016 Class 35: Consulting and advisory services 

related to analytical techniques, regulatory 

requirements and product development 

processes; consulting and advisory services 

related to the development, commercialization, 

life cycle management, improvement and 

regulatory compliance of products 

manufactured by pharmaceutical, agrochemical, 

chemical, biotechnology, aerospace, 

automobile, consumer products, semiconductor, 

electronics, energy, magnetic storage and other 

science-oriented industries; product 

development, manufacturing, and 

commercialization consulting and advisory 

services for others 

 

Class 40: Custom synthesis, formulation and 

manufacturing of chemical and biological, 

organic or inorganic substances or products 

 

Class 41: Providing tutorials, seminars, 

newsletters, blogs, information online, and 

other educational activities related to analytical 

techniques, regulatory requirements and 

product development processes; providing 

tutorials, seminars, newsletters, blogs, and 

information online regarding the development, 

commercialization, life cycle management, 

improvement and regulatory compliance of 

products manufactured by pharmaceutical, 

agrochemical, chemical, biotechnology, 

aerospace, automobile, consumer products, 

semiconductor, electronics, energy, magnetic 

storage and other science-oriented industries 

 

Class 42: Scientific and technological services, 
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App No. Mark App. Date Goods and Services 

namely research, analysis, inspection, design, 

development and laboratory testing services for 

others; scientific and technological services 

related to the development, commercialization, 

life cycle management, improvement and 

regulatory compliance of products 

manufactured by pharmaceutical, agrochemical, 

chemical, biotechnology, aerospace, 

automobile, consumer products, semiconductor, 

electronics, energy, magnetic storage and other 

science-oriented industries 

 

Class 45: Expert witness services; scientific 

litigation support services 

86/934,122 

 

3/9/2016 Class 35: Consulting and advisory services 

related to analytical techniques, regulatory 

requirements and product development 

processes; consulting and advisory services 

related to the development, commercialization, 

life cycle management, improvement and 

regulatory compliance of products 

manufactured by pharmaceutical, agrochemical, 

chemical, biotechnology, aerospace, 

automobile, consumer products, semiconductor, 

electronics, energy, magnetic storage and other 

science-oriented industries; product 

development, manufacturing, and 

commercialization consulting and advisory 

services for others 

 

Class 40: Custom synthesis, formulation and 

manufacturing of chemical and biological, 

organic or inorganic substances or products 

 

Class 41: Providing tutorials, seminars, 

newsletters, blogs, information online, and 

other educational activities related to analytical 

techniques, regulatory requirements and 

product development processes; providing 

tutorials, seminars, newsletters, blogs, and 

information online regarding the development, 

commercialization, life cycle management, 

improvement and regulatory compliance of 

products manufactured by pharmaceutical, 

agrochemical, chemical, biotechnology, 



5 

App No. Mark App. Date Goods and Services 

aerospace, automobile, consumer products, 

semiconductor, electronics, energy, magnetic 

storage and other science-oriented industries 

 

Class 42: Scientific and technological services, 

namely research, analysis, inspection, design, 

development and laboratory testing services for 

others; scientific and technological services 

related to the development, commercialization, 

life cycle management, improvement and 

regulatory compliance of products 

manufactured by pharmaceutical, agrochemical, 

chemical, biotechnology, aerospace, 

automobile, consumer products, semiconductor, 

electronics, energy, magnetic storage and other 

science-oriented industries 

 

Class 45: Expert witness services; scientific 

litigation support services 

86/934,127 

 

3/9/2016 Class 35: Consulting and advisory services 

related to analytical techniques, regulatory 

requirements and product development 

processes; consulting and advisory services 

related to the development, commercialization, 

life cycle management, improvement and 

regulatory compliance of products 

manufactured by pharmaceutical, agrochemical, 

chemical, biotechnology, aerospace, 

automobile, consumer products, semiconductor, 

electronics, energy, magnetic storage and other 

science-oriented industries; product 

development, manufacturing, and 

commercialization consulting and advisory 

services for others 

 

Class 40: Custom synthesis, formulation and 

manufacturing of chemical and biological, 

organic or inorganic substances or products 

 

Class 41: Providing tutorials, seminars, 

newsletters, blogs, information online, and 

other educational activities related to analytical 

techniques, regulatory requirements and 

product development processes; providing 

tutorials, seminars, newsletters, blogs, and 
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App No. Mark App. Date Goods and Services 

information online regarding the development, 

commercialization, life cycle management, 

improvement and regulatory compliance of 

products manufactured by pharmaceutical, 

agrochemical, chemical, biotechnology, 

aerospace, automobile, consumer products, 

semiconductor, electronics, energy, magnetic 

storage and other science-oriented industries 

 

Class 42: Scientific and technological services, 

namely research, analysis, inspection, design, 

development and laboratory testing services for 

others; scientific and technological services 

related to the development, commercialization, 

life cycle management, improvement and 

regulatory compliance of products 

manufactured by pharmaceutical, agrochemical, 

chemical, biotechnology, aerospace, 

automobile, consumer products, semiconductor, 

electronics, energy, magnetic storage and other 

science-oriented industries 

 

Class 45: Expert witness services; scientific 

litigation support services 

 

4. Upon information and belief, Registrant Economic Analysis Group, Ltd. 

(“Registrant”), a District of Columbia Corporation with an address of 2000 M Street, NW, Suite 

202, Washington D.C. 20036, is the owner of the following registration for EAG: 

Reg. No. Mark Reg. Date Goods and Services 

2,315,764 EAG 2/8/2000 Class 9: Computer software for management of 

outside counsel cost and performance. 

 

Class 35: Business investigations. 

 

Class 36: Financial research, analysis and 

consultation; financial forecasting; financial 

valuation of personal property and real estate; 

research, analysis and consultation in the field of 

securities markets and transactions. 

 

Class 42: Litigation support services, namely, 

litigation claims evaluation, preparation of 
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Reg. No. Mark Reg. Date Goods and Services 

demonstrative exhibits and graphics 

presentations; expert witness services, namely 

selection and evaluation of experts and expert 

testimony 

 

5. Upon information and belief, Registrant has not used the EAG trademark in 

connection with the above-referenced goods and services for some considerable time with intent 

not to resume use and therefore has abandoned Registration No. 2,315,764 pursuant to 15 U.S.C. 

§1127. 

6. Upon information and belief, CaseTrack – Registrant’s premier software product 

line and the basis for Registrant’s most recent Declaration of Use for its EAG trademark filed 

December 4, 2009 – was acquired by Mitratech in August 2015.  A copy of a page from 

Mitratech’s website regarding the acquisition is attached hereto as Exhibit A.  The specimen 

supporting Registrant’s December  4, 2009 Declaration of Use is attached hereto as Exhibit B. 

7. Upon information and belief, the domain name previously associated with 

Registrant, eagltd.com, no longer resolves to any content.  A screenshot of the eagltd.com 

website is attached hereto as Exhibit C.   

8. Based on the foregoing and upon information and belief, Registrant has ceased 

use of the trademark EAG in connection with the above-referenced goods and services with no 

intention to resume use of the mark.  Upon information and belief, Registrant has also failed to 

take any action to protect the goodwill, if any, associated with said mark.  Registrant has 

therefore abandoned the EAG trademark. 

9. On the basis of Registrant’s abandonment of the mark EAG trademark and 

intention not to resume use of the mark, the registration embodied by said mark, U.S. Trademark 
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Registration No. 2,315,764, is subject to cancellation under Section 14 of the United States 

Trademark Act of 1946, 15 U.S.C. § 1064. 

10. EAG believes that it is being damaged and will be damaged by the continued 

registration of Registrant’s EAG trademark based on the potential likelihood of confusion with 

EAG’s EAG Marks, as the respective marks are identical or highly similar and cover similar 

goods and services.   

WHEREFORE, Petitioner respectfully prays that Registration No. 2,315,764 be cancelled 

in its entirety. 

Respectfully submitted, 

 

      EAG, Inc. 

 

 

Date: March 15, 2016   By: /Mary Alexander Hyde/   

 

Carl A. Kukkonen, III 

JONES DAY 

12265 El Camino Real, Suite 200 

San Diego, CA 92130 

(858) 314-1200 

ckukkonen@jonesday.com 

 

Mary Alexander Hyde 

JONES DAY 

77 West Wacker Drive 

Chicago, IL 60601 

(312) 782-3939 

malexanderhyde@jonesday.com 

  

Attorneys for Petitioner  
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CERTIFICATE OF SERVICE 

 

 I hereby certify that on March 15, 2016, a true copy of the foregoing PETITION FOR 

CANCELLATION was served on the owner of record and the correspondence address of record 

in the United States Patent and Trademark Office for Registrant via UPS to: 

 

Economic Analysis Group, Ltd. 

2000 M Street, NW 

Suite 202 

Washington, D.C. 20036 

 

and 

 

Marsha G. Gentner 

Jacobson Holman PLLC 

The Jenifer Bldg 

400 7
th

 St. NW 

Washington, D.C. 20004-2201  

 

/Mary Alexander Hyde/  

Mary Alexander Hyde 
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Mitratech Acquires CaseTrack - Mitratech

http://www.mitratech.com/resource-hub/blog/mitratech-acquires-casetrack/[3/15/2016 10:10:35 AM]

AUGUST 24, 2015

Mitratech’s client base expands by over 100 legal departments as the company expands its position as the clear

leader in the enterprise legal management industry

AUSTIN, Texas, August 24, 2015 – Mitratech, the market-leading provider of Enterprise Legal Management

(ELM) solutions, announced today that it has acquired the CaseTrack product line from Economic Analysis

Group, Ltd. (EAG), its 2nd acquisition of an ELM solution provider in the past 2 months. With this acquisition,

Mitratech’s client base expands to over 750 clients, including more than 50% of the Fortune 50, almost 40% of

the Fortune 500, and the largest market share of Fortune 500 legal departments in highly regulated industries

like Insurance, Financial Services, Energy & Utilities, Automotive Manufacturing, and Pharmaceuticals.

CaseTrack’s strong base of European clients also expands Mitratech’s growing global presence.

The ELM industry emerged over 2 decades ago with the establishment of point solutions for legal department

challenges, including solutions for matter management, e-Billing, legal hold, contracts management, and more.

Many legal departments began investing in these solutions, from providers such as Mitratech, Bridgeway,

Lawtrac, and CaseTrack – all of which now are part of the Mitratech family as Mitratech combines the best of

these solutions into their flagship legal technology platforms.

“Over the last few years, Mitratech has discovered an opportunity to lead the development of the next

generation of legal department technology by launching powerful and flexible — yet easy to deploy, use, and

upgrade — enterprise legal management solutions that are purpose-built for legal departments of every size

and level of complexity, “ said Jason Parkman, Mitratech CEO. “With the acquisition of CaseTrack, more than

100 additional legal departments join the Mitratech family and now have the ability to benefit from our strong

and continuous investment in the latest legal technology. These clients join the most well-respected, leading

community of enterprise legal management users in the world, now representing over 750 legal departments

globally.”

Support and services for CaseTrack will continue uninterrupted. Going forward, CaseTrack clients will have a

clear and straightforward path to upgrade to Mitratech’s award-winning enterprise legal and contracts

management platforms, eCounsel, TeamConnect, and GettingContractsDone, as determined by each client’s

Mitratech Acquires CaseTrack

CLIENT LOGIN

SUPPORT

CONTACT US

http://www.mitratech.com/
http://www.mitratech.com/contact-us/client-support/
http://www.mitratech.com/contact-us/client-support/
http://info.mitratech.com/Request-a-Demo2.html


Mitratech Acquires CaseTrack - Mitratech

http://www.mitratech.com/resource-hub/blog/mitratech-acquires-casetrack/[3/15/2016 10:10:35 AM]

 4 Things Government Agencies Should Consider When Choosing Enterprise Legal Management

6 Security Questions to Ask Software as a Service Vendors 

individual needs and preferences.

“Mitratech is an ideal home for CaseTrack clients,” noted Eric Blankenship, EAG’s President. “Clients will benefit

from a large, experienced, and resource-rich organization that is 100% focused on solving the challenges of the

General Counsel’s office by delivering the best legal technology solutions in the market.”

The financial terms of the deal are not being disclosed. Kenyon Group, LLC served as exclusive financial

advisor to Economic Analysis Group, Ltd. and arranged this transaction.

# # #

ABOUT MITRATECH

Mitratech is the most trusted, market-leading provider of fully-integrated Enterprise Legal Management (ELM)

solutions for over 750 global legal departments of all sizes, representing 7 of the Fortune 10, almost 40%

percent of the Fortune 500, and over 100,000 users in over 150 countries. Our products are also used by over

11,000 of our client’s external partners, including 99 of the Global 100 and 100 percent of the AmLaw 200 law

firms. Mitratech’s portfolio of ELM software solutions offer end-to-end matter management, spend management,

e-Billing, legal hold, contracts management, GRC, and reporting solutions. Clients are able to prove

demonstrable value creation for their organization by automating legal workflows, improving business outcomes

through actionable data and insight, increasing collaboration with external partners, and reducing overall legal

spend. To learn more, visit www.mitratech.com
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ABOUT EMILY SHIRLEY

As Marketing Manager, Emily focuses on client communication and content development.

She's an avid knitter, and mourns the lack of sweater weather in Austin.

View all posts by Emily Shirley 
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Videos & Webinars

White Papers

About Mitratech

Since building and launching the legal industry's first web-based application for case management in the 1980s, Mitratech has

remained true to a single, clearly defined mission: make the legal department the best-run function in the organization.

Navigation
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Government Management

Contract Management

Claims Litigation
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About Us
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©2015 MITRATECH HOME CONTACT US PRIVACY POLICY SAFE HARBOR POLICY

MITRATECH HOLDINGS INC.

5001 PLAZA ON THE LAKE, SUITE 111, AUSTIN, TX 78746, US (512) 382-7322

ONE KINGDOM STREET, PADDINGTON, LONDON, W2 6BL, UK

6575 WEST LOOP SOUTH, 3RD FLOOR, BELLAIRE, TX 77401, US (888) 272-4699

460 NORRISTOWN ROAD, 3RD FLOOR, BLUE BELL, PA 19422, US (610) 729-1100
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